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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from ttie mailing date of ttiis communication. 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
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2a )^ This action is FINAL. 2b)\Z\ Tiiis action is non-final. 

3) Q Since tiiis application is in condition for allowance except for formal matters, prosecution as to the merits is 
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5) n Claim(s) is/are allowed. 
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RESPONSE TO AMENDMENT 

The amendment filed 11-17-08 has been entered into the record. Claims 9-20, 30- 
31 and 36-42 have been cancelled. Claims 1-8, 21-29, 32-35 and new claim 43 are pending. 
Claims 1-8, 21-29 and 32-35 are under examination. 

The text of Title 35 of the U.S. Code not reiterated herein can be found in the 
previous office action. 

Election/Restrictions 

This application contains claim 43 drawn to peptidomimetic, a specie of invention 
nonelected with traverse in the response filed 3-3-08. A complete reply to the final 
rejection must include cancellation of nonelected claims or other appropriate action (37 
CFR 1.144) See MPEP § 821.01. 

Rejections Maintained 

Claims 5, 8, 22-26 and 32 stand rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by Low et al (WO 90/12096, published October 18, 1990; of record) is 
maintained for reasons made of record. 

Applicant's arguments have been carefully considered but are not fully persuasive. 
Applicants argue that the method provides for the presence of a membrane- 
permealbilizing agent and that peptidomimetic is removed. Tliis is persuasive for claims 1- 
4, 6, 7 and 21. All other claims do not cite the reagent and applicants arguments are not 
persuasive for those. Applicants argue that Low et al does not determine whether the 
biotinolated compound has an antimicrobial effect on the cell. This is not persuasive, this 
method step of "determining" is seen to include those screening steps for compounds that 
have antimicrobial activity and those that do not. In this case. Low et al determined that 
the compound did not have an antimicrobial activity, since the compound protected against 
something with anti-microbial activity and therefore did not have an antimicrobial effect 
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on the cell. Applicants are narrowly construing the claimed invention, contrary to the 
broadest reasonable interpretation. 

Claims 1-8, 22-26, 29 and 32-35 stand rejected under 35 U.S.C. 102(b) as being 
clearly anticipated by Dargis et al (Antimicrobial Agents and Chemotherapy, 38(5):973- 
980, 1994; of record) is maintained for reasons made of record. 

Applicant's arguments have been carefully considered but are not persuasive. 
Applicants argue that the biotinylated antibiotic is not internalized into the cell cytosol 
because it binds the cell membrane. This is not persuasive because the compound is 
internalized pass the outer-membrane, the cell membrane is acknowledged as not being the 
barrier and the lactam binds the cell membrane. Further, Dargis et al did not study the 
amount in the cytosol. As such, broadly construed the biotinylated compound gets into the 
cell and interently into the cytosol, absent convincing evidence to the contrary. The 
biotinylated compound is token up by the cell as it enters across the outer membrane 
barrier and the definition includes antimicrobial compounds. The method of the prior art 
provides for a compound that meets the limitation of the claim and the same steps and as 
such meets the limitation of the claims. 

Claim 1, 2, 5, 8, 21-26, 29 and 32-35 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Low et al (WO 90/12096, published October 18, 1990) is maintained for 
reasons made of record in the Office Action Mailed 6-16-08. 

Applicant's arguments have been carefully considered but are not fully persuasive. 
Applicants argue that the method provides for the presence of a membrane- 
permealbilizing agent and that peptidomimetic is removed. TTi/'s is persuasive for claims 3, 
4, 6 and 7. 

All other claims do not cite the reagent and applicants arguments are not 
persuasive for those. Applicants argue that all cells are different and one would not 
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expect plants/mammals and bacterial/prokaryotics would function similarly with respect to 
uptake of foreign matter. This is not persuasive because the claims are not drawn to 
mammalian cells or plants and it is an assertion unsubstantiated by evidence that biotin 
transporters in these other areas do not exist and is contrary to the prior art of record 
indicating that mammalian cells have facilitated biotin transport of molecules. 
Furthermore, Low teaches/exemplifies bacteria and Ecoli'm particular which is known to 
the art and moreover has a characterized biotin transporter. Applicants argue that Low 
et al does not determine whether the biotinyated compound has an antimicrobial effect on 
the cell. This is not persuasive;, this method step of "determining" is seen to include those 
screening steps for compounds that have antimicrobial activity and those that do not. In 
this case. Low et al determined that the compound did not have an antimicrobial effect, 
since the compound protected against something with anti-microbial activity and therefore 
did not have an antimicrobial effect on the cell. In the absence of this broad 
interpretation, the skilled artsian would have to a priori kr\o\N or devine that the compound 
had an antimicrobial effect. Applicants are narrowly construing the claimed invention that 
the determining step only reads on the situation where the compound has an anti-microbial 
effect, contrary to the broadest reasonable interpretation of the claims in light of the 
specification. 

Claims 27 and 28 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Low et al (WO 90/12096, published October 18, 1990) as applied to claims 1-8, 21-26, 29 
and 32-35 above, and further in view of Kim (US Patent No 6,322,788 issued November 
27, 2001) is maintained for reasons made of record. 

Applicants argue that there is no evidence that the antibody conjugate is 
internalized by the combination. This is not persuasive because there is no evidence that 
it is not under the conditions as combined. Applicants argue a number of different 
limitations that are simply not in the claims. 
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New Rejections Based on Amendment 
Claim Rejections - 35 (JSC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 21 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 21 is prima facie indefinite in that the term "peptidomimetic" lacks 
antecedent basis in the independent claim. 

Corxlusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the dote the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 
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advisory action. In no event, however, will the statutory period for reply expire later than 
SIX MONTHS from the date of this final action. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866- 
217-9197 (toll-free). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patricia A. Duffy whose telephone number is 571-272- 
0855. The examiner can generally be reached on M-Th 7:30 am - 6:00 pm. If attempts to 
reach the examiner by telephone are unsuccessful, the examiner's Supervisors, Robert 
Mondesi can be reached at 571-272-0956. 

The fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 



/Patricia A. Duffy/ 
Primary Examiner 



